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Claims 21-40 are still at issue and are present for examination. 

Applicants' arguments filed on 8/27/07, have been fully considered 
and are deemed to be persuasive to overcome some of the rejections 
previously applied. Rejectionsand/or objections not reiterated from previous 
office action are hereby withdrawn. 

Claims 21-29 are under examination on the merits. Claims 30-40 are 
hereby withdrawn as drawn to non-elected invention. Upon review of the 
previous office action it became apparent that claim 29 which has the same 
scope as the nucleic acid sequences elected, must have been rejoined with 
the elected claims 21-28. The examiner regrets said inadvertent error in her 
previous office action. 

Claim Rejections - 35 USC §112 
* The following is a quotation of the second paragraph of 35 U.S.C. 

112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 21-29 remain rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention 
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according to previous office action. In traversal of this rejection applicant 
argues the following: (1) the "Bel 2 family" is defined in page 2 of the 
specification. (2) That Bcl-2 family are well known to those skilled in the art 
and applicant further provides Cory et al. as a representative reference 
indicating the status of the art with respect to the term "Bcl-2 family" 
members. Therefore, in view of applicant, said rejection must be withdrawn. 

These arguments were fully considered but were found 
unpersuasive. In response to applicant's first arguments it should be 
noted that applicant's definition of the term "Bcl-2 family " members 
provided in page 2 of the specification is not clear. This is because said 
term is defined as comprising about 20 proteins including Bcl-2, Bcl-XL 
and Bcl-W etc. As applicant can appreciate this definition does not define 
each and every member of Bcl-2 family and merely provides three 
examples of its members. 

With respect to applicant's second argument, again even though 
prior art including Cory el at. provides some examples of said family 
members it fails to identify all members therein. For example page 648 of 
Cory et al., column 2 , states that Bcl-2 has at least 20 relatives , including 
four other anti-apoptotic proteins: Bcl-X L) Bcl-w, Al and Mcll etc. Again this 
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definition is indefinite because it fails to define the metes and bounds of 
"Bcl-2 family" members. 

Therefore, the rejection remain for the reasons of record in addition to 
reasons provided above. 

Claim 23 remains rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention according to 
previous office action. In traversal of this rejection applicant argues the 
following : (1) in page 4 of the specification the term "functional variants" 
are defined stating that "point mutant" is a "functional variant" of SEQ ID 
NO:1. According to applicant, functional variants may be obtained by 
modifications such as additions, deletions, substitutions etc. which 
conserve the ability of interacting with anti-apoptotic proteins of the "Bcl-2 
family". 

(2) In example 1 of the specification methods of evaluating 
interactions of peptides with anti-apoptotic proteins of the " Bcl-2 family" are 
explained. Therefore, in view of applicant, the description of "point mutant" 
provides a structural/functional basis to skilled artisan in order to 
comprehend the genus. 
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These arguments are also considered and again were found 
unpersuasive. In response to applicant's first argument it should be noted 
that in page 4 of the specification "functional variants" are merely defined 
by function and said function is unclear because all members of the "Bcl-2 
family" are unknown (see 112 second rejection above). Further, applicant's 
interpretation of what "functional variants" structurally constitute cannot be 
relied upon because they are not extracted directly from the specification 
and are subject to different interpretation by the skilled artisan. 

With regard to applicant' second argument the examiner agrees that 
methods of determining interactions between peptides and members of 
"Bcl-2 family" are well established in the prior art but she respectfully 
disagrees with applicant that the description of the term "point mutant" 
provides structural/functional basis to comprehend the genus. This is 
because said genus is neither defined by structure nor by function (see 112 
second rejections above). Therefore, in view of the reponse provided above 
in addition to those provided previously, the examiner finds no reason to 
withdraw the rejection. 

Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 21-29 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Shimkets (cited previously) according to previous office 
action. In traversal of this rejection applicant argues that one of skill in the 
art could not envision the isolated peptide having the amino acid claimed 
from the boarder amino acid sequence of Shimkets et al., The identification 
of this particular interaction domain which allows the formation of homo- 
and hetero-dimers is not disclosed in Shimkets et al., nor is a procedure to 
identify such domain. It may not be inferred that the deduced amino acid 
sequence of Shimkets et al. would function as the isolated species of the 
instant invention. Therefore, applicant requests withdrawal of the rejection. 

This arguments was fully considered but was found unpersuasive. 
This is because applicant is reminded that instantly elected claim 21 (and 
its dependent claims 22-22, 24-25, 27-29 ), are not directed to an amino 
acid sequence (or DNA encoding it) consisting of SEQ ID NO:1, but 
comprising it. The identification procedure of a particular interaction domain 
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between antiapoptotic proteins and the "Bcl-2 family" proteins through 
dimerization is not relevant to the elected claims because the instant 
invention is directed to a product and not a method of making or using it. 
Once again applicant is reminded that in instant claism he is not claiming 
an isolated species but a genus of polypeptides comprising SEQ ID NO:1. 
Therefore the rejection remains for the reasons of record. 

Claims 23 and 26 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Hammond et al. (cited previously), according to previous 
office action. In traversal of this rejection applicant argues that Hammond 
fails to teach a sequence identical to functional variants, including point 
mutants of SEQ ID NO:1 or a functional portion thereof. According to 
applicant, Hammond does not disclose an amino acid sequence which 
forms homo-hetero-dimers and therefore should be withdrawn. 

This arguments was also fully considered but was found 
unpersuasive. Applicant is requested to refer to 112 second rejections 
cited above wherein the term "functional variants" were considered to be 
unclear. Further applicant is claim 23 (and 26) is not claiming "functional 
variants" but "point mutants" and the specification did not clearly state that 
"point mutant" is a type of "functional variant". Furthermore, "forming homo 
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or hetero dimers" are not recited anywhere in claims 23 or claim 26 and 
even if it did it would be inherent to the product(s) claimed. Therefore, 
Hammond reference remains to anticipate the invention. 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Maryam Monshipouri whose 
telephone number is (571) 272-0932. The examiner can normally be 
reached on Tues.-Fri., from 7:00 a.m to 5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kathleene Kerr Bragdon can be reached on (571) 
272-0931 . The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 



Application/Control Number: 10/566,668 Page 9 

Art Unit: 1656 

(EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 



Maryam Monshipouri Ph.D. 
Primary Examiner 
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